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  Training Course on European 

Patent Law in October 2016

We kindly invite all of our clients to an advanced 
training course on European IP Law taking 
place on our premises in Munich from October 
10 to 15, 2016!

The course will begin with an overview of the 
European patent system and procedures, 
continuing with an in-depth treatment of the 
following topics:

 ■  assessment of novelty and inventive step 
under the EPC,

 ■  requirements of sufficient disclosure of the 
invention,

 ■  the strict approach of the European Patent 
Office on amending claims - added matter,

 ■  best practice in opposition and appeal 
proceedings, and

 ■  infringement and litigation under European 
and German law.

Furthermore, an overview will be given of 
the new Unitary European Patent and the 
Unified European Patent Court, as well as the 
Community Trademark system.Utz welcoming our seminar participants 

Visit to Neuschwanstein castle Foto: fotolia.com/adogg



2

Walk along the Marlinger Höhen- und Waalweg

During the course, participants will attend an 
opposition hearing at the EPO to experience 
such proceedings first-hand.

The lectures will be presented by Kador & 
Partner attorneys as well as by prominent IP 
professionals from the European Patent Office, 
private practice and industry, including Mr. 
Robert Young, former chairman of the EPO 
Board of Appeal and member of the Enlarged 
Board of Appeal of the EPO, Dr. Ludwig von 
Zumbusch, litigation specialist at Preu Bohlig & 
Partner, and Dr. Jörg Dietz, former IP litigation 
director of Novartis International AG. 

Aside from work, a variety of social activities 
will be offered to participants, such as a trip to 
the famous castle Neuschwanstein of Bavarian 
king Ludwig II, a sight-seeing tour of Munich 
and a trip to the picturesque lake Chiemsee.

For more information on the seminar and for a 
detailed description of both the lectures and 
the leisure activities please see our web page 
www.kadorpartner.com, under the link “The 
Seminar”. 
We look forward to seeing you in October!

 Excursion to Meran

In autumn, our team made an excursion to the 
beautiful city of Meran in South Tyrol. We had 
the opportunity to taste the accomplished wines 
of the Meran Burggräfler winery, enjoyed the 
wonderful autumn colors on a long walk along the 
Marlinger Höhen- und Waalweg, and visited the 
history-charged Schloss (castle) Tirol in Dorf Tirol.

LES U.S.A. and Canada

In October 2015, Dr. Alexander Racz and Dr. 
Bernhard Pillep participated in the LES U.S.A. 
and Canada 2015 annual meeting in New York 
City. As always, it was a great opportunity to 
exchange ideas, discuss important issues and 
meet with clients and colleagues from all over 
the world.

APAA and LES Thailand

Dr. Utz Kador attended the APAA congress in 
Okinawa – a very interesting conference where 
he enjoyed meeting many colleagues – as well 
as the LES convention in Bangkok where he 
gave a lecture on European opposition practice 
and the new European infringement procedures. 
 

EUROPEAN TRADE MARK LAW

 Approval and entry into force of 
European Union trademark law 
reform package

After years of preparation and discussion, the 
European Union trademark reform legislative 
package, which consists of an amended 
Regulation on the European Union trademark 1  
and an amended Directive to approximate 
the laws of the Member States relating to 
trademarks 2, has finally been approved. 

The most important changes are:

"European Union trade mark" and "European 
Union Intellectual Property Office":  
One of the most striking changes introduced by 
the reform is that from the date of entry into force 
of the Regulation (23 March 2016), OHIM will be 
called the European Union Intellectual Property 
Office (EUIPO) and the Community trademark 
will be called the European Union trademark.

1  Regulation (EU) 2015/2424
2  Directive (EU) 2015/2436
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Abolishment of the requirement of graphic 
representability: In Article 4 of the Regulation 
(Art. 3 of the Directive) the requirement of graphic 
representability of the sign has been abolished 
and replaced by the requirement that the sign 
must be capable of being represented on the 
Register of European Union trademarks in a 
manner which enables the competent authorities 
and the public to determine the clear and precise 
subject matter of the protection afforded to its 
proprietor. This change will only be relevant for 
non-traditional types of marks such as sound 
marks.

Additional absolute grounds for refusal - In 
Article 7(1)(e) of the Regulation (Art. 4(1)
(e) of the Directive), the special grounds for 
refusal which until now only applied to marks 
consisting exclusively of the shape of the goods, 
are extended to signs consisting exclusively of 
a characteristic of the goods (such as sound, 
smell, color etc.). This Article now bars from 
registration signs consisting exclusively of the 
shape or of another characteristic of the goods, 
which results from the nature of the goods 
themselves, or which is necessary to obtain a 
technical result, or which gives substantial value 
to the goods. 

In Article 7(1)(j-m) of the Regulation (Article 
4(1)(j-m) of the Directive) the absolute grounds 
for refusal concerning designations of origin 
and geographical indications are aligned with 
the EU law on geographical indications and 
grounds for refusal concerning traditional terms 
for wine, traditional specialties guaranteed and 
plant variety rights are included.

Changes to Article 8 – relative grounds for 
refusal: Designations of origin and geographical 
indications are also included as relative grounds 
for refusal in Article 8(4a) of the Regulation and 
Article 5(3)(a) of the Directive.

In Article 8(5) of the Regulation (Article 5(3)(c) of 
the Directive) it is clarified 3 that a mark with a 
reputation enjoys the special protection offered 
in this Article irrespective of whether the goods or 
services for which a younger identical or similar 
mark is applied are identical with, similar to or 
not similar to those for which the trademark with 
a reputation is registered.

Changes to Article 9 – rights conferred by a 
trademark: In Art. 9 (2)(c) of the Regulation 
(Article 10(2)(c) of the Directive) it is clarified 4 
that the enforcement of rights conferred by a 
trademark is without prejudice to the rights of 
proprietors acquired prior to the filing or priority 
date of the trademark

Right to prevent preparatory acts: In order to 
enhance the protection of right owners against 
counterfeit goods, Article 9a of the Regulation 
(Article 11 of the Directive) confers the right 
to prohibit preparatory acts carried out in the 
course of trade in relation to the use of packaging 
or other means, where the risk exists that this 
packaging or other means could be used in 
relation to goods or services and such use would 
constitute an infringement of the rights of the 
proprietor of an EU trademark. The trademark 
owner shall have the right to prevent a sign 
identical with or similar to his mark from being 
affixed on packaging, labels, tags, security or 
authenticity features or devices or any other 
means to which the mark may be affixed and 
such packaging, labels, etc. from being offered 
or placed on the market, or stocked for those 
purposes, or imported or exported.

Right to prevent use as (part of) a trade or 
company name: In Article 9(3)(d) (Article 10(3)
(d) of the Directive) it is established that the 
trademark owner may prohibit the use of an 
identical or confusingly similar sign as a trade or 
company name or part of a trade or company 
name, provided that such use is made in relation 
to goods or services.5 

Use in comparative advertising: Article 9(3)(f) 
(Article 10(3)(f) of the Directive) clarifies that the 
trademark owner may prevent the use of his 
trademark in comparative advertising where such 
comparative advertising does not satisfy the 
requirements of Article 4 of Directive 2006/114/
EC, which regulates the conditions under which 
comparative advertising is permissible.

New goods in transit provisions: Article 9(4) of 
the Regulation (Article 10(4) of the Directive) 

3   in line with the decision of the European Court of Justice in 
C-408/01, 23.10.2003 – Adidas

4   in conformity with Art. 16(1) TRIPS agreement
5  See ECJ, C-17/06, 11.9.2007 – Celine



4

allows the owner of a trademark to prevent – by 
means of customs action – the entry of infringing 
goods into the EU and their placement in all 
customs situations, including transit, also when 
such goods are not intended to be placed on 
the market of the member state concerned. 
For the purposes of this protection, infringing 
goods are goods and packaging which bear 
without authorization a trademark which 
is identical with the trademark registered in 
respect of such goods, or which cannot be 
distinguished in its essential aspects from that 
trademark. 

The goods will only be released if in the 
proceedings initiated in accordance with 
Regulation (EU) No 608/2013 of the European 
Parliament and of the Council concerning 
customs enforcement of intellectual property 
rights, evidence is provided by the declarant 
or the holder of the goods that the proprietor 
of the EU trademark is not entitled to prohibit 
the placing of the goods on the market in the 
country of final destination. Therefore, whilst 
until now according to European Court of 
Justice case law 6 the trademark owner had 
to submit evidence that the counterfeit goods 
were intended to be put on the market within 
the EU, now goods in transit suspected of 
infringing trademark rights can be seized and 
the holder of the goods will need to prove that 
the trademark owner is not entitled to prevent 
the marketing of the goods in the country of 
final destination.

Fair use: In Article 12(1)(a) of the Regulation 
(Article 14(1)(a) of the Directive), which regulates 
fair use of a trademark, it is established 7 that 
only fair use of his name and address by a 
natural person (and not of trade names) cannot 
be prevented by the trademark owner. It is also 
clarified that fair use can not only be made 
of descriptive signs or indications, but also of 
signs or indications which are not distinctive for 
some other reason (for example colors), and 
that the EU trademark owner cannot prevent 
use of the mark for the purpose of identifying 
or referring to goods or services as those of 
the owner of the mark, in particular, where the 
use of that trademark is necessary to indicate 
the intended purpose of a product or service, 
in particular as accessories or spare parts, 

still provided of course in all these cases that 
such use is made in accordance with honest 
practices in industrial or commercial matters. 

Intervening right: In order to ensure legal 
certainty and safeguard legitimately acquired 
trademark rights, Article 13a of the Regulation 
(Article 18 of the Directive) is meant to establish 
an intervening right of the proprietor of a later 
registered trademark as a defense in infringement 
proceedings, which prevents the owner of the 
earlier mark from opposing the use of a later 
trademark if the later trademark was acquired 
at a time when the earlier trademark could not 
be enforced against the later trademark (for 
example, because it was liable to be declared 
invalid or revoked). On the other hand, the 
proprietor of that later registered trademark shall 
not be entitled to prohibit the use of that earlier 
EU trademark in infringement proceedings.

Use in an altered form: In Article 15(1) of the 
Regulation (Article 16(5) of the Directive), it is 
clarified that use of the EU trademark in a form 
differing in elements which do not alter the 
distinctive character of the mark in the form in 
which it was registered, will constitute genuine 
use of the mark, regardless of whether or not the 
trademark in the form as used is also registered 
in the name of the proprietor.  

Proof of use: According to Article 42(2) of the 
Regulation, proof of genuine use of an earlier 
EU mark in opposition proceedings has to be 
provided for the five-year period preceding the 
filing or priority date of the earlier mark, instead 
of the date of publication of the earlier mark, as 
until now.

Beginning of five-year grace period: Article 16 
of the Directive clarifies the beginning of the 
five year-grace period during which a national 
member state trademark or an international 
registration with protection in a member state 
has to be put to genuine use and orders that the 
date of commencement of the five-year period 
shall be entered in the Register.

6   ECJ, C-446/09 and 495/09, 1.12.2011 – Philips/Nokia
7   following the Anheuser-Busch decision of the European 

Court of Justice (C-245/02, 16.11.2004), and in order to 
create equal conditions for trade names and EU trade marks 
in the event of conflicts, given that trade names are regularly 
granted unrestricted protection against later trade marks
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Classification of goods and services: The 
changes to Article 28 of the Regulation (Article 
39 of the Directive) reflect the principles 
established by the European Court of Justice in 
the IP Translator decision 8, which forced OHIM 
and some national Offices to abandon their 
former “class headings cover all” approach.

Article 28 clarifies that the goods and services for 
which protection is sought have to be identified 
by the applicant with sufficient clarity and 
precision to enable the competent authorities 
and economic operators, on that sole basis, to 
determine the extent of the protection sought. For 
these purposes the general indications included 
in the class headings of the Nice Classification or 
other general terms may be used, provided they 
are sufficiently clear and precise 9. The use of 
general terms, including the general indications 
of the class headings of the Nice Classification, 
shall be interpreted as including all (and only) the 
goods or services clearly covered by the literal 
meaning of the indication or term. 

Amendment of Register for marks applied for 
before 22 June 2012 - Proprietors of EU 
trademarks applied for before 22 June 2012 
which are registered in respect of the entire 
heading of a Nice class may declare by 24 
September 2016 that their intention on the 
date of filing had been to seek protection in 
respect of goods or services beyond those 
covered by the literal meaning of the heading 
of that class, provided that the goods or 
services so designated are included in the 
alphabetical list for that class in the edition 
of the Nice Classification in force at the 
date of filing. EU trademarks for which no 
declaration is filed within the period referred to 
in the second subparagraph shall be deemed to 
extend only to goods or services clearly covered 
by the literal meaning of the indications included 
in the heading of the relevant class.

However, in order to avoid detriment to third 
parties from these Register amendments, as far 
as the rights conferred by the mark are concerned 
(infringement or invalidity claims, oppositions), 
until the date the Register is amended the scope 
of protection of the mark shall be considered to 
only extend to the goods and services covered 
by the literal meaning of the general indications.  

New fees, reduced renewal fees: The Regulation 
also introduces a different system of fees to 
be paid to the Office for the application for 
an individual EU trademark. Under the new 
Regulation, the basic fee for the online filing of 
an application for an individual EU trademark 
will be EUR 850 for one class. For the second 
class, an additional fee of EUR 50 will have to be 
paid, and for each additional class an additional 
fee of EUR 150. The fees for the renewal of an 
EU trademark are reduced to the same fees as 
for the application, that is to say EUR 850 basic 
renewal fee, EUR 50 for the second class, and 
EUR 150 for any further class.

European search report: According to Article 
38 of the Regulation, a European Union search 
report (“EU search report”) will only be drawn 
up by the Office at the request of the applicant 
for the EU trademark when filing the application.

Opposition against International Registra-
tions designating the EU: Article 156(2) of the 
Regulation changes the start of the three-month 
opposition period against IR marks designating 
the EU from six months to one month after the 
publication of the mark by the Office.  

Opposition and revocation/invalidity pro-cedures 
in member states: For the purpose of making 
trademark registrations throughout the Union 
easier to obtain and administer, the Directive 
also approximates procedural rules applicable 
in the Member States and aligns them with 
those applicable to EU trademarks. Articles 43 
and 45 of the Directive oblige member states to 
provide efficient and expeditious administrative 
procedures before their Offices for opposing the 
registration of a trademark application and for 
the revocation or declaration of invalidity of a 
trademark. 

Our comment and recommendation:

EU trademarks applied for before 22 June 2012 
which are registered in respect of the entire 
heading of a Nice class will be deemed under 

8  ECJ, 19.06.2012, case C-307/10
9   see, to that effect, the “Common Communication on the 

Common Practice on the General Indications of the Nice 
Class Headings” of 20 February 2014, the OHIM and the 
Trade Mark Offices of the EU member states clarified which 
general indications of the Nice class headings they do not 
consider sufficiently clear and precise to define the scope 
of protection of the mark
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the new regulation to extend only to goods or 
services clearly covered by the literal meaning 
of the indications included in the class heading, 
unless a specific declaration is filed with the 
Office. The declaration can be filed as of March 
23 and has to be filed until September 24, 2016 
at the latest.

We therefore strongly recommend the owners 
of such trademarks to check whether the goods 
or services for which they require protection are 
clearly covered by the literal meaning of the class 
headings. If they wish their EU trademark to cover 
goods which cannot be clearly subsumed under 
the literal meaning, the declaration has to be 
filed until 24 September 2016 at the latest, 
designating these goods and services, provided 
that they were included in the alphabetical list of 
the edition of the Nice Classification in force at 
the date of filing. 

We will of course be happy to assist you with 
assessing whether your trademark is protected 
for the goods or services you require and, if 
this is not the case, with drafting and filing the 
declaration. 

EUROPEAN PATENT LAW
 
  New possibility to waive the right to 

receive a further communication 
under Rule 71(3) EPC 

A communication according to Rule 71(3) EPC 
is issued, inter alia, to indicate in which form 
the Examining Division of the European Patent 
Office (EPO) intends to grant a patent. Where the 
applicant requests amendments or corrections 
in response to such a communication, the 
Examining Division has to issue a new 
communication under Rule 71(3) EPC even if it 
acknowledges the amendments or corrections 
filed. Accordingly, the grant of the patent is 
delayed whenever amendments or corrections 
are filed in reply to a communication under Rule 
71(3) EPC.

Owing to this, the applicant may now indicate 
that he wishes to waive his right to receive a 

further communication under Rule 71(3) EPC. 
This explicit indication is to be filed together 
with the reply to the communication under Rule 
71(3) EPC.

To actually expedite the granting procedure, the 
required translation of the (amended) claims 
into the two other official languages of the EPO 
must be filed simultaneously and the fee for 
grant and publishing and, where applicable, 
the fees in respect of the sixteenth and each 
subsequent claim need to be paid. In so doing, 
the applicant is deemed to have approved the 
grant of the patent as amended/corrected.

If the above requirements are fulfilled and the 
Examining Division has no objections to the 
amendments requested by the applicant, no 
further communication under Rule 71(3) EPC 
will be sent. 

Our comment: 

The new option to waive the right to a further 
communication under Rule 71(3) EPC provides 
a helpful tool for the applicant for expediting 
the granting procedure in case amendments or 
corrections to the text as intended for grant by 
the Examining Division are deemed necessary. 
We recommend the use of this tool whenever 
the amendments/corrections filed in reply to a 
Rule 71(3) communication will most likely be 
acceptable to the Examining Division.

EPO global benchmark for quality, 
independent survey says

In a recent comprehensive survey of patent 
professionals by the Intellectual Asset 
Management (IAM) magazine, the EPO was 
rated number one for patent quality among the 
world’s largest patent offices. The EPO was 
ranked first with respect to the level of quality 
of patents granted as well as in terms of the 
level of service offered. 

The other offices included in the survey are 
the Japan Patent Office (JPO), the Korean 
Intellectual Property Office (KIPO), the State 
Intellectual Property Office of the People's 
Republic of China (SIPO), and the United States 
Patent and Trademark Office (USPTO).
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Further detailed information on the survey can 
be found at: http://www.epo.org/news-issues/
news/2015/20150603.html

GERMAN PATENT LAW

  German Federal Supreme Court 
decides about “inescapable trap” 
in a case concerning the German 
part of a European Patent

In a recent decision 10; the German Federal 
Supreme Court (FSC) dealt with an important issue 
concerning the German part of a European patent: 
The question was how to handle an amended 
claim containing a limiting feature which was not 
disclosed in the application as originally filed.

In earlier decisions concerning the same 
question but with respect to purely national 
German patents the FSC had already ruled 
that non-disclosed features may be left in a 
granted claim under certain circumstances, 
namely, where the feature is purely limiting and 
where it does not create an “aliud”. 

In contrast, the Enlarged Board of Appeal  
of the EPO already ruled in 1994 in the so- 
called “ines capable trap decision” 11 that non-
disclosed features can never be left in a patent 
claim and that, therefore, where such a feature 
cannot be removed from the claim without 
extending the scope of protection thereof, the 
patent has to be revoked in its entirety.

With this recent ruling the FSC has extended its 
constant national jurisdiction to German parts 
of European patents, by stating that such non-
disclosed features do not automatically lead to 
a revocation in case the feature is purely limiting 
and does not create an “aliud”. It must be noted 
that no rights may be derived from this non-
disclosed feature, that is, it may not be used 
to induce novelty or inventive step.

Thus, unlike the EPO, the German FSC allows 
non-disclosed features to stay in the claim, 
avoiding the revocation of the German part of 
the European patent. The FSC reasons that 

it is the intention of this ruling to strike the 
right balance between the fundamental right to 
protection of intellectual property and the aim 
to avoid adverse effects for third parties.

German Federal Supreme Court 
ruling on claim construction

In a further recent decision 12 the German 
Federal Supreme Court (FSC) provided two 
guiding principles on claim construction.

As background, it is important to know that 
in Germany there is a so-called bifurcation 
as regards infringement proceedings: The 
questions of infringement and validity of a 
patent are handled by different courts. The 
ordinary courts handling an infringement action 
have to assume the validity of a patent on which 
an infringement action is based. However, this 
patent may be attacked in a parallel invalidation 
action at the German Federal Patent Court.

The FSC has now ruled that each court involved 
has to perform its own claim construction, i.e. 
the court handling the patent infringement is not 
bound by the claim construction of the court 
handling the invalidation proceedings. This even 
applies to the scenario where the court handling 
the invalidation action is a chamber of the FSC 
itself, which is the regular second instance for 
appeals from decisions of the Federal Patent 
Court in invalidation proceedings.

The second guiding principle provided by the 
FSC relates to the interpretation of terms used 
in a patent claim. In case of doubt about their 
meaning, such terms have to be construed with 
consideration of all embodiments (supported by 
the examples) that are provided in the description. 
Only if and in so far as the teaching of a patent 
claim cannot be brought into conformity with all 
embodiments disclosed in the description and “an  
unresolvable contradiction” remains, will the 
respective parts of the description have no 
impact on the patent claim and not be usable 
for defining its subject matter. 

10   Decision “Wundbehandlungsvorrichtung” („wound care 
device“), X ZR 161/12 of Feb. 17, 2015

11  Decision G 1/93, see Official Journal of the EPO 1994, 541
12   Decision „Kreuzgestänge“ (“cross linkage”), X ZR 103/13 

of June 2, 2015
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